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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) ^ Responsive to communication(s) filed on 24 June 2005 , 

2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) E3 Claim(s) 95-125 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 95-125 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 08 November 2004 is/are: a)K accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PT0-948) Pa P er No(s)/Mail Date. . 

3) ! £3 Information Disclosure Statement(s) (PTCM449 or PTO/SB/08) 5 ) L I Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 11/24.1/4 . 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1 -04) Office Action Summary Part of Paper No./Mail Date 05072005 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of group HI, claims 51-70, in the reply filed on 13 May 
2005 is acknowledged. Applicant does not provide grounds of traversal, therefore the restriction 
is deemed proper. 

Applicant's amendment filed 24 June 2005 has been entered. Claims 1-94 are canceled. 
Claims 95-125 are currently pending. 

Information Disclosure Statement 

2. The information disclosure statement filed 24 November 2004 fails to comply with 37 
CFR 1.98(a)(2), which requires a legible copy of each cited foreign patent document; each non- 
patent literature publication or that portion which caused it to be listed; and all other information 
or that portion which caused it to be listed. It has been placed in the application file, but the 
information referred to therein has not been considered. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 95-125 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

With respect to claim 95, it is unclear whether the "different second polymer" is intended 
to mean the second polymer is different from the first polymer. 
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Regarding claim 97, it is unclear whether the first polymer is photo-crosslinked with the 
second polymer, or whether the first polymer is photo-crosslinked with the first polymer and also 
cross-linked with the second polymer. 

Regarding claim 123, it is unclear whether the term "discreet" is intended to be 
"discrete". The term has been interpreted as meaning separate spots on the surface of the device. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 95-124 are rejected under 35 U.S.C. 102(e) as being anticipated by Boschetti et 
al. (US 2003/0218130). 

With respect to claims 95 and 124, Boschetti et al. teach a biochip (par. 0043) device that 
comprises a substrate comprising a surface coated with a hydrogel polymer blend composition 
(par. 0063) wherein the composition comprises: a first photo-crosslinked polymer (par. 0073; 
0080), and a different second polymer (binding functionality can be nucleic acids, which is a 
polymer, par. 0049; binding functionality is polymerizable monomer, which becomes a polymer 
after a polymerization reaction, par. 0009) comprising selective binding functionality (par. 0049; 
0080), wherein the device is a mass spectrometer (par. 001 1). 

Regarding claim 96, Boschetti et al. teach photo-crosslinking results from reacting 
benzophenone groups on the first polymer (photo initiator of 2,2'-dihydroxy-4- 
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methoxybenzophenone is a benzophenone group, par. 0120). Furthermore, claim 96 is drawn to 
a method of photo-crosslinking, and does not appear to require further product limitations. 
Although, Boschetti et al. teach photo-crosslinking from reacting benzophenone groups on the 
first polymer, it is unclear what product limitations are required for the device in order to react 
benzophenone groups. 

With respect to claims 97 and 100, Boschetti et al. teach the first polymer crosslinked 
with the second polymer (all components are crosslinked with each other, par. 0009) and the first 
and second polymers in the form of an interpenetrating polymer network (par. 0112). 

Regarding claims 98, 99 and 101-106, Boschetti et al. teach the first polymer further 
crosslinked with the second polymer (par. 0009) and the first and second polymers comprising a 
polysaccharide of dextran (first and second polymers are crosslinked and therefore both contain 
the polysaccharide, par. 0073-0074). 

With respect to claims 107 and 108, Boschetti et al. teach the first and second polymer 
comprising a poly-acrylamide (first polymer is functionalized by N,N -methylene-bis- 
acrylamide, which is bonded to the binding functionality, par. 0020). 

Regarding claims 109-1 14, Boschetti et al. teach a selective binding functionality being 
an carboimidizole, a hydrophilic moiety, a group for covalently binding a molecule, a biospecific 
binding functionality being an antibody or nucleic acids (par. 0049). 

With respect to claim 115, Boschetti et al. teach a matrix for laser desorption/ionization 
mass spectrometry applied to the surface (par. 01.42). 
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Regarding claims 1 16 and 1 17, Boschetti et al. teach the hydrogel physically attached to 
the surface through an anchor and covalently bound to the surface by being covalently bound to 
the anchor (par. 0006). 

With respect to claims 118-121, Boschetti et al. teach the thickness of the hydrogel 
polymer blend composition (coating) being a film having a thickness of at least 10 microns (par. 
0078), which encompasses the recited thickness of about 1 to about 10 microns. Boschetti et al. 
also teach the substrate comprising aluminum (par. 0013), comprising a primer layer that 
comprises silane (par. 0014), and the substrate comprising metal oxide (par. 0013). 

Regarding claims 122 and 123, Boschetti et al. teach the hydrogel being a uniform layer 
on the surface (homogeneous layering indicates uniform layering, par. 0180-0182), and the 
hydrogel forming discrete spots on the surface (par. 0099; 01 14). 

Claim Rejections - 35 USC §103 

» 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth. in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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5. Claim 125 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boschetti et al. 
(US 2003/0218130) in view of Hillenkamp et al. (US 5,1 18,937). 

Boschetti et al. teach a device that comprises a substrate comprising a hydrogel polymer 
blend composition, but fail to teach the hydrogel polymer blend composition comprising an 
energy absorbing moiety. 

Hillenkamp et al. teach a matrix comprising an energy absorbing moiety (col. 3, line 64- 
col. 4, line 19), in order to provide strong absorbers in a wavelength range. 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to include in the device of Boschetti et al., an energy absorbing 
moiety as taught by Hillenkamp et al., in order to prevent desorption of analyte. 

6. Claims 95, 96, 99 and 100 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nelson et al. (US 5,955,729) in view of Johnson et al. (US 6,372,813). 

Nelson et al. teach a mass spectrometer (col. 3, lines 30-40) that comprises a surface 
coated with a hydrogel polymer blend composition (col. 3, line 60-col. 4, line 1), wherein the 
composition comprises: a first polymer being a polysaccharide of dextran (col. 3, lines 64-66) 
and a different second polymer comprising a selective binding functionality (antibody is attached 
to a surface, and surface is a hydrogel, col. 8, lines 21-31). Nelson et al. fail to teach the first 
polymer being photo-crosslinked. 

Johnson et al. teach a photo-crosslinked polymer (col. 12, lines 56-59; col. 14, lines 9-19; 
col. 15, lines 9-32), in order to provide simultaneous attachment of biomolecules and 
crosslinking of the hydrogel matrix. 
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Therefore it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to include in the first polymer of Nelson et al, a photo-crosslinked 
polymer as taught by Johnson et al., in order to reduce manufacturing time. 

With respect to claim 96, Johnson et al. teach photo-crosslinking resulting from reacting 
benzophenone groups on the first polymer (col. 14, lines 9-19). 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melanie Yu whose telephone number is (571) 272-2933. The 
examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on (571) 272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 





Melanie Yu 
Patent Examiner 
Art Unit 1641 
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PRIMARY EXAMINER 
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